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DETAILED ACTION 

1 . This communication is in response to tine original filing on 23 December 
2008. 

Status of Claims 

2. Original claims 1-24 are currently pending. Claim 25 has been cancelled. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sinall contain a written description of tlie invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the Inventor of carrying 
out his invention. 

4. Claims 2-4 and 15-24 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

5. With respect to claim 1 , the "monitoring the return of the first container 
from the waste treatment facility to the waste generating facility with the wireless 
tracking device" is not disclosed in the specification. 

6. With respect to claim 15, there is no teaching of how to calculate an 
amount representative of what is owed based on a type of the medical waste and 
a weight of the medical waste. That is to say it would require undue 
experimentation to figure out what type of waste cost what to recycle. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In 
public use or on sale In this country, more than one year prior to the date of application for patent In 
the United States. 

8. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Patent 
Number: 5,347,274 (Hassett). 

9. With respect to claim 1 : Hassett teaches a method of tracking medical or 
toxic waste comprising: monitoring the movement of a first container having a 
wireless tracking device attached thereto from a waste generating facility to a 
waste treatment facility using the wireless tracking device (Hassett teaches 
wireless tracking device attached to waste container at Fig 3A, '8 AND C1 , 55-60 
"method of electronically marking, identifying and managing hazardous cargo...") 



Claim Rejections - 35 USC § 103 
1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention Is not Identically disclosed or described 
as set forth In section 102 of this title, If the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the Invention was made to a person having ordinary skill In the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner In which the 
invention was made. 
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1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
Issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claims 2-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over "Hospitals Use Alternative Off-Site Methods"; Barlow, Rick Dana. Hospital 
Material Management. Ann Arbor: Aug 1992. Vol 17, Iss. 8; pg. 14, 4 pgs) (herein 
after Stericvcle ). and in further view of Patent Number 7,035,856 B1 (Morimgto) 
and further in view of Hassett as applied to claim 1 above. 

Stericycle teaches that recycling/medical waste treatment companies 
where distributing/shipping OR "returning to" a waste generating facility a 
specialized containers to hospitals ("Steritubs, which are then distributed to 
hospital clients..." (bottom of p. 2) and that the hospital "receives plastic 
containers as part of the contract" (p.2, second full paragraph). 

It falls to teach how these special containers were distributed to the 
hospitals. 

Morimoto teaches an "efficient" system for tracking and routing a 
specialized container/s to be distributed (C2, 7-10). Specifically it teaches a first 
container, the container having a wireless tracking device attached thereto (Fig. 
1A, 40A); and 
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a tracking station capable of monitoring tine movement of the container by 
tracking the wireless tracking device (Fig 2 and 3). 

And monitoring the movement of a first container having a wireless 
tracking device attached thereto from one point to another second point using the 
wireless tracking device (C1, 5-12). And all other features normally provided by 
a tracking system such as hand held reader (C3, 10); satellite or cellular station 
(Fig 3); use of a computer (Fig 2, 90); weighing capabilities (C2, 65-67); and 
wherein the wireless tracking operates at radio frequencies (C3, 2) 

It would be obvious to one of ordinary skill in the art to include in the 
distributing of steritubs/containers as taught by Stericycle the ability to place a 
rewritable RF chip on the shipped container to the final destination as taught by 
Morimoto since the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same 
function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

Stericycle and Morimoto fail to teach how the containers once at a 
destination, when filled with medical waste would be sent back to a waste 
treatment center. 

However Stericycle teaches that hospitals at the time where starting to 
ship there waste off site to be disposed (p. 1 ; line 1) and that the hospital chose 
Stericycle because of its recycled containers (p. 1 end of abstract) and Hassett 
teaches monitoring the waste container from where waste is generated to point 
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of disposal, further it teaches placement of tracking tags on waste containers to 
keep track of them (see claim 1 above). 

It would have been obvious to one of ordinary skill to one in possession of 
both Stericycle and Morimoto, to utilize the rewritable RF chip already placed on 
the container as shown in Morimoto, to ship back the waste with the RF chip on a 
container as shown in Hassett above, since the invention is merely a combination 
of old elements, and each element would have performed the same function as it 
did separately, and one of ordinary skill in the art would have recognized that the 
results were predictable. 

13. With respect to claims 3 and 16: the combination teaches, wherein 
monitoring comprises scanning the wireless tracking device with a handheld 
reader (Hassett, Fig 3A, 4a). 

14. With respect to claim 4 : the combination teaches, further comprising 

uploading tracking data to a monitoring station (Hassett, Fig 1 , 8 to 4). 

15. With respect to claim 5 : the combination teaches, wherein the medical 
waste is segregated according to type prior to putting it in the medical waste 
container (Stericycle; p. 3, 4'^^ paragraph, separate at front end). 

1 6. With respect to claim 6 and 19: the combination teaches, further 
comprising weighing the first container with waste prior to treating the waste 
(Hassett C6, 1-10; sense changes in weight of load AND Stericycle; p. 2, 
subtracts weight of containers) . 
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1 7. With respect to claim 7 : the combination teaches, further comprising 
determining the amount of waste in the container (Hassett C6, 1-10; sense 
changes in weight of load AND Stehcycle; p. 2, subtracts weight of containers). 

18. With respect to claim 8 : the combination teaches, further comprising 
calculating how much to charge a customer based on the type of waste and the 
weight of the waste (Stericycle; p. 2; 2nd paragraph "infectious waste"). 

19. With respect to claims 9 and 10: the combination teaches, further 
comprising billing the customer based on type and weight (Stericycle; p. 2, 2"^^ 
paragraph; the automation of such and including an invoice would have been 
obvious to one of ordinary skill). 

20. With respect to claim 11 and 21 : the combination teaches, further 
comprising supplying a second container, the second container adapted to hold 
treated medical waste (Stericycle; p. 2, bottom of page "steritubs").\ 

21 . With respect to claim 12: the combination teaches, further comprising 
tracking the second container to a landfill or recycling center (Stericycle is a 
recycling center). 

22. With respect to claims 13 and 20: the combination teaches, further 
comprising supplying the customer with an invoice, the invoice including 
confirmation of the delivery of the waste to the landfill or recycling center 
(Stericycle; p. 2, 2"^ paragraph; the automation of such and including an invoice 
would have been obvious to one of ordinary skill AND Hassett, CI , 65-bottom; 
"confirm delivery after a shipment has been received AND C2, 1-10 "verify 
receipt or delivery of load at an end point..." AND Hassett teaches generation of 
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reports C2, 5-10 and to include a "manifest" of confirmation of destruction was 

known and thus obvious to one of ordinary skill at time of invention). 

23. With respect to claims 14 and 22 : the combination teaches, wherein the 
wireless tracking device operates at radio frequencies (Hassett; C2, 35-40 AND 
Claim 7). 

24. With respect to claim 15 : the combination teaches a system for tracking 
medical or toxic waste comprising (Hassett; C2, 12-20): a first container adapted 
to hold untreated medical waste, the first container having a wireless tracking 
device attached thereto (Hassett teaches wireless tracking device attached to 
waste container at Fig 3A, '8 AND CI, 55-60 "method of electronically marking, 
identifying and managing hazardous cargo..."); 

and a tracking station capable of monitoring the movement of the medical 
waste by tracking the wireless tracking device (Fig 1 , 2 "central data processor" 
and, when the waste is destroyed, calculating an amount representative of what 
is owed based on a type of the medical waste and a weight of the medical waste 
(Stericycle; p. 2; 2nd paragraph "infectious waste" and p. 3 $90,000 per year)^ 

25. With respect to claims 17 : the combination teaches, further comprising a 
satellite or cellular station (Hassett; C5, 25-32). 

26. With respect to claims 18 : the combination teaches, further comprising a 

computer to track said container (Hassett, C3, 46-48 "central computer"). 

27. With respect to claims 23 : the combination teaches, wherein the 
segregated waste comprises sharps containers (Stericycle; p. 2 bottom of page, 
"syringes"). 
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28. With respect to claims 24 : the combination teaches, further comprising 
processing the sharps containers (Stericycle; p. 3, separate at front end) and 
sending the processed sharps containers to a recycling facility (same, "so 
Stericycle can recycle..."). 

Response to Arguments 

29. Applicant's arguments with respect to claims 1-24 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

30. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Patent No.: US 6,321 ,983 B1 (Katayanagi) - which 
discloses monitoring a container throughout its lifecycle. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to MATTHEW L. BROOKS whose telephone 
number is (571)272-81 12. The examiner can normally be reached on Monday - 
Friday; 8 AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John G. Weiss can be reached on (571) 272-6812. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/Matthew L. Brooks/ 

Patent Examiner, Art Unit 3629 

4/22/2009 



